The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of the
Boar d.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JON E. FREACH,
ROBERT MOORE, KENNETH A. FU KS and KEVIN D. DAVI S
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ORDER REMANDI NG TO EXAM NER

Bef ore STONER, Chief Adm nistrative Patent Judge; HARKCOM
Vice Chief Adnministrative Patent Judge; and WLLIAMF. SM TH
Adm ni strative Patent Judge.

PER CURI AM

The O fice of the Deputy Conm ssioner for Patent

Exam nation Policy has requested that this application be
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remanded to the jurisdiction of the patent exam ner so that
issues raised in this appeal can be reconsidered. Accordingly,

we renand.

A.  Findings of Fact:

On Novenber 9, 1998, appellants filed a Notice of
Appeal (Paper No. 10) and on June 21, 1999' filed an Appeal Brief
(Paper No. 11). On August 2, 1999, the exam ner nmiled an
Exam ner's Answer (Paper No. 12). Appellants filed a Reply Brief
on Cctober 18, 1999 (Paper No. 15). On Decenber 6, 1999, the
exam ner mailed an O fice conmuni cation (Paper No. 116) which
included a rebuttal of the position set forth in the Reply Brief.
On Decenber 1, 1997, the rule pertaining to the
Exam ner's Answer and Reply Brief, 37 CFR § 1.193, was anended
to read as foll ows:

§ 1.193 Examiner's answer and reply brief.

(b) (1) Appellant may file a reply brief to
an examner's answer within two nonths from
t he date of such exam ner's answer. .o
The primary exam ner nust either acknow edge
recei pt and entry of the reply brief or
wi thdraw the final rejection and reopen
prosecution to respond to the reply brief.

! Certificate of mailing dated January 7, 1999.
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A suppl enental exam ner's answer is not
permtted, unless the application has been
remanded by the Board of Patent Appeal s and
I nterferences for such purpose.

(2) Where prosecution is reopened by the
primary exam ner after an appeal or reply
brief has been filed, appellant nust exercise
one of the following two options to avoid
abandonnment of the application:

(i) File a reply under 8§ 1.111, if the
Ofice action is not final, or a reply under
§ 1.113, if the Ofice action is final; or

(11) Request reinstatenent of the appeal
| f reinstatenment of the appeal is requested,
such request must be acconpani ed by a suppl e-
nment al appeal brief, but no new amendnents,
affidavits (88 1.130, 1.131 or 1.132) or
ot her evidence are pernmitted.

Thus, the exam ner’s response was i nappropri ate.

B. Concl usi on

In view of the changes to 37 CFR § 1.193(b)(1), the
entry of the examner's Ofice comunication mailed Decenber 6,
1999 (Paper No. 16), is inappropriate.

Apprised of these problens, the Ofice of the Deputy
Conmi ssi oner for Patent Exam nation Policy has requested this

r emand.
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The Board nust be informed pronptly of any action
affecting the appeal in this case, including reopening of
prosecution, allowance and/or abandonnent of the application.

REMAND

BRUCE H. STONER, JR
Chi ef Adm nistrative Patent Judge

BOARD OF PATENT
GARY V. HARKCOM

Vice Chief Adm nistrative Patent Judge APPEALS AND
| NTERFERENCES

WLLIAMF. SM TH
Adm ni strative Patent Judge
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